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REMARKS 

This is intended as a full and complete response to the Final Office Action dated 
October 12, 2006, having a shortened statutory period for response set to expire on 
January 12, 2007. 

Claims 1, 5, 6, 8, 9, 11-14, 47, 51-68, 71 and 72 remain pending in the 
application and are shown above. Claims 10, 69 and 70 have been cancelled. Claims 
1, 5, 6, 8-14, 47, and 51-72 stand rejected by the Examiner. Reconsideration of the 
rejected claims is requested for reasons presented below. 

Claim Rejections Under 35 U.S.C. §112 

Claims 51-58, 68, and 70 stand finally rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which Applicants regard as the invention. Claims 51 and 68 have been 
amended to overcome this rejection. Claim 70 has been cancelled. Removal of the 
rejection is requested. 

Claim Rejections Under 35 U.S.C. §103 

Claims 1, 5, 9, 12, 47, 50, 69, and 70 are rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Haby 'm view of Pietras (5,167,173). 

As stated by the Examiner, Haby does not disclose "spherical bearings to resist 
elastic deformation." Further, Pietras does not disclose spherical bearings. Therefore, 
the references cited by the Examiner neither alone nor in combination teach, show, or 
suggest and at least one of the first and second jaws includes a spherical bearing as 
recited in amended claim 1 . 

Neither Haby nor Pietras disclose a second actuator causing the gripping 
members to engage the tubular and apply an increased force to the tubular. Haby 
discloses gripping dies 53-56 for gripping the tubular. The jaws 25 and 26 of Haby have 
an inner surface 27 that is in "close proximity to the outer surface of the upper pipe 
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section." (Col. 3, In. 26-29). The inner surface 27 is not capable of applying an 
increased force to the tubular. After the jaws 25, 26 are closed, some of the dies 53-56 
are extended to apply a gripping force to the tubular. Only the dies 53-56 in Haby apply 
force to the tubular. The jaws 25 and 26 are incapable of applying any force to the 
tubular. Pietras discloses that only jaws 7, 8 and 9 are capable of applying a force to 
the tubular. 

Further, adding the spindle from the Pietras reference to the Haby reference 
does not teach all of the limitations of claim 1. Claim 1 requires two actuators, an 
actuator and a second actuator that is a spindle. The actuator is configured to move the 
jaws independently of the gripping members in order to apply a force. The second 
actuator is required to cause the first and second gripping members to engage the 
tubular and apply an increased force to the tubular. The spindle in Pietras is adapted to 
move the jaws 7 and 8 independently of housing 2. Therefore, were the spindle of 
Pietras added to the Haby reference it would simply replace the two radially extending 
piston and cylinder mechanisms 62 and 63 for moving the jaws independently of the 
gripping members. Therefore, spindle in Pietras is not adapted to cause the first and 
second gripping members to engage the tubular and apply and increased force to the 
tubular. Therefore, the references cited by the Examiner do not teach, show or suggest, 
a second actuator configured to cause the first and second gripping members to engage 
the tubular and apply an increased force to the tubular, wherein the second actuator 
comprises a spindle as recited in amended claim 1 . 

Further, there is no motivation to combine the references cited by the Examiner. 
In order to establish a prima facie case of obviousness based on the prior art, the 
Examiner must show some "objective teaching in the prior art of that knowledge 
generally available to one of ordinary skill in the art would lead that individual to 
combine the relevant teachings or the references." In re Fritch, 972 F.2d 1260, 23 
USPQ 1780, 1983 (Fed. Cir. 1992). The mere fact that the prior art may be modified in 
the manner suggested by the Examiner does not make the modification obvious unless 
the prior art suggested the desirability of the modification." Id. at 1783-84. Moreover, "it 
is impermissible to use the claimed invention as an instruction manual or 'template' to 



521207_1 



Page 9 



PATENT 

Atty. Dkt. No. W EAT/0485 

piece together the teachings of the prior art so that the claimed invention is rendered 
obvious." Id. at 1784. 

The examiner has failed to provide an objective teaching in the prior art that 
would lead to a combination of the Haby and Pietras references. The Examiner states 
that it "would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the invention of Haby with a spindle means, as taught by 
Pietras for ease of operation, or for economical reasons." Haby discloses hydraulically 
operated actuation means that are easy to operate and economical. There is no 
mention in Haby or Pietras of the tong being hard to operate or expensive. Therefore, 
the examiner has not found an objective teaching in the prior art of that knowledge 
generally available to one of ordinary skill in the art would lead that individual to 
combine the relevant teachings or the references." In re Fritch, 972 F.2d 1260, 23 
USPQ 1780, 1983 (Fed. Cir. 1992). 

Further, neither Haby nor Pietras disclose the first gripping member and the 
second gripping member are configured to move toward and away from one another 
while the first and second jaws remain substantially in linear alignment with one another 
as recited in amended claim 1 . Pietras never discloses the jaws in linear alignment. 
The Haby reference discloses the jaws and dies rotating away from one another around 
a pivot point 29; therefore, the jaws do not remains substantially in linear alignment 
while the gripping members move toward and away from one another. 

Therefore, the references, either alone or in combination, do not teach, show, or 
suggest at least one of the jaws has an actuator coupled to one of the gripping 
members configured to move the at least one jaw independent of the gripping member 
in order to apply a force to the tubular and a second actuator configured to cause the 
first and second gripping members to engage the tubular and apply an increased force 
to the tubular, as recited in claims 1, 5, 6, 8-14, and 47. Thus, Applicants believe that 
claims 1 , 5, 6, 8-14, and 47 are in condition for allowance. 

Claims 6, 8, 10, 11, 13, and 14 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Haby in view of Liess, et al. (6,814,149). Claims 6, 8, 1 1, 13 and 14 
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depend from claim 1 . As stated above, Applicants believe that claim 1 is in condition for 
allowance and therefore claims 6, 8, 1 1 , 13 and 14 are also in condition for allowance. 

Claims 51-68, 71, and 72 are finally rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Hauk (5,868,045) in view of Haby. 

The Examiner states' it "would have been obvious to one having ordinary skill in 
the art at the time the invention was made to modify the invention of Hauk with the 
adjustable jaws, as taught by Haby for fine adjustment in enhancing the operation." 
(emphasis added). The Applicants respectfully traverse this rejection. 

The Examiner has failed to provide an objective teaching in the prior art that 
would lead to a combination of the Hauk and Haby references. In order to establish a 
prima facie case of obviousness based on the prior art, the Examiner must show some 
"objective teaching in the prior art of that knowledge generally available to one of 
ordinary skill in the art would lead that individual to combine the relevant teachings or 
the references." In re Fritch, 972 F.2d 1260, 23 USPQ 1780, 1983 (Fed. Cir. 1992). The 
mere fact that the prior art may be modified in the manner suggested by the Examiner 
does not make the modification obvious unless the prior art suggested the desirability of 
the modification." Id. at 1783-84. Moreover, "it is impermissible to use the claimed 
invention as an instruction manual or 'template' to piece together the teachings of the 
prior art so that the claimed invention is rendered obvious." Id. at 1784. 

The Hauk reference discloses two methods for finely adjusting the gripping 
apparatus, therefore, the addition of yet a third item for the fine adjustment of the tool is 
not required or obvious. The Hauk reference discloses a "jaw-adjustment nut apparatus 
. . . being adapted to rotate in either direction to any desired setting in order to control 
the size of the associated with the jaw." (Summary) The Hauk reference goes on to 
state: "rotation of each nut in either direction will operate through the threads to achieve 
precision movement." Thus, the nut in the Hauk reference provides for precision 
movement. Further, Hauk discloses a bite cylinder 52, as shown in Figure 2, which is 
adapted to move the hooks into a clamping relationship with the tool joint. These two 
actuation means in the Hauk provide for fine adjustment of the tool. The Examiner has 
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simply committed impermissible hindsight by using the Applicant's invention as a guide 
when looking at the prior art. 

Further, neither Haby nor Hauk disclose a second actuator mounted on the 
clamping member for actuating the jaw independently of the clamping member and 
configured to apply an additional gripping force to the tubular. As discussed above, only 
the gripping dies 53-56 in Haby are designed for applying a gripping force to the tubular. 
Hauk discloses only gripping the tubular by spinning the nuts 50 using the handle H and 
the cylinder 52 which does not move the jaws independently of the clamping member. 
Neither Haby nor Hauk provides a reason for adding a second actuator capable of 
applying an additional gripping force. Further, if the hydraulic cylinders 62 and 63 of 
Haby were combined with Hauk, the cylinders would interfere with operation of the 
handles H. 

Therefore, the references, either alone or in combination, do not teach, show, or 
suggest a second actuator mounted on one of the clamping members for actuating the 
jaw independently of the clamping member and configured to apply an additional 
gripping force to the tubular as recited in claims 51-58 and 71. Thus, Applicants believe 
that claims 51-58 and 71 are in condition for allowance. 

Further, the references, either alone or in combination, do not teach, show, or 
suggest a second actuator for actuating the jaw independently of the clamping members 
and actuating the second actuator to cause the jaw to apply an additional gripping force 
to the tubular as recited in claim 59-68 and 72. Thus, Applicants believe that claims 59- 
68 and 72 are in condition for allowance. 



521207_1 



Page 12 



PATENT 

Atty. Dkt. No. WEAT/0485 



Conclusion 



The references cited by the Examiner, alone or in combination, do not teach, 
show, or suggest the invention as claimed. Having addressed all issues set out in the 
office action, Applicants respectfully submit that the claims are in condition for 
allowance and respectfully request that the claims be allowed. 



Respectfully submitted, 




Registration No. 46,222 
Patterson & Sheridan, L.L.P. 
3040 Post Oak Blvd. Suite 1500 
Houston, TX 77056 
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Attorney for Applicants 
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